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DETAILED ACTION 

This is the first Office action on the merits of Application No. 10/515,515 
filed on December 5, 2005. Claims 12-21 are currently pending. 

Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 1 9(a)-(d). A copy of the certified copy of the priority document has been 
received in this National Stage application from the International Bureau (PCT Rule 
17.2(a)). 

Information Disclosure Statement 

The information disclosure statement filed December 5, 2005 fails to comply with 
37 CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. Specifically, complete 
copies of DE 4329918 A1 and DE 19952781 A1 have not been provided. Note that the 
corresponding US Patent Nos. 5,577,580 and 6,932,440 have been considered. 

Drawings 

The subject matter of this application admits of illustration by a drawing (at a 
minimum, a flowchart showing the order of the steps involved in carrying out the 
claimed method) to facilitate understanding of the invention. 
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Applicant is required to furnish a drawing under 37 CFR 1 .81 (c) and PCT Article 
7(1). No new matter may be introduced in the required drawing. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). 

Claim Objections 

Claim 18 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. 

Claim 18 recites an alternative of engaging a separate frictional shift element 
acting on a drive output of the transmission, rather than engaging a combination of 
friction elements in the transmission not corresponding to the shift logic during normal 
operation, and as such does not further limit the method recited in claim 12. 

Applicant is required to cancel the claim, or amend the claim to place the claim in 
proper dependent form, or rewrite the claim in independent form. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12-21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



Application/Control Number: 10/559,515 Page 4 

Art Unit: 3681 

The scope of claims 12-20 is not clear, since no active method steps are 
particularly pointed out, e.g. engaging frictional elements, setting a shifting pressure, 
etc. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 12 and 20 
recites the broad recitation a brake system, and the claim also recites a X-by-wire brake 
system which is the narrower statement of the range/limitation. 

In each of claims 12, 20 and 21 it is unclear whether the parenthetically enclosed 
phrase "(distance control unit)" is intended to form part of the claim limitations. Nor is it 
entirely clear what applicant intends to cover by the phrase "an ACC-radar sensor". 
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In line 15 of claim 12 it is not entirely clear whether "a shifting pressure or torque" 
is the same as or different than the "shifting pressure or torque" recited in line 14. If 
they are the same the recitation in line 15 constitutes a double inclusion of the recited 
feature, and then in line 15 "a" should be changed to -- the --. 

In line 1 7 of claim 20 it is not entirely clear whether "a shifting pressure or torque" 
is the same as or different than the "shifting pressure or torque" recited in line 16. If 
they are they same the recitation in line 17 constitutes a double inclusion of the recited 
feature, and then in line 17 ""a" should be changed to -- the -. 

In claim 21 , the distinction between the steps of "setting one of a shifting 
pressure or torque" and "determining one of a shifting pressure or torque" is not entirely 
clear. Also, it is unclear whether "a shifting pressure or torque" recited in line 15 is the 
same as or different than the "shifting pressure or torque" recited in line 13. 

Allowable Subject Matter 

Claims 12-21 would be allowable if rewritten or amended to overcome the 
rejections under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. JP 4-321440 A (Ohira et al.) discloses an arrangement wherein a 
vehicle can be braked by locking up the transmission in the event of brake system 
failure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard M. Lorence whose telephone number is (571) 

272- 7094. The examiner can normally be reached on Mondays through Fridays from 
10:30AM to 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles A. Marmor can be reached on (571) 272-7095. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Richard M. Lorence/ 

Primary Examiner, Art Unit 3681 



